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International application No. 
PCT/JP99/04197 


International filing date (day/month/year) 
04 August 1999 (04.08.99) 


Applicant 

MERCIAN CORPORATION et a! 



1. Transmittal of the translation to the applicant. 

The International Bureau transmits herewith a copy of the English translation made by the 
International Bureau of the international preliminary examination report established by the 
International Preliminary Examining Authority. 



2. Transmittal of the copy of the translation to the elected Offices. 

The International Bureau notifies the applicant that copies of that translation have been 
transmitted to the following elected Offices requiring such translation: 

EP,AT,AU,BR,CA,CH,CN,CZ,FI,NO,N2,PL,RO,RU,SK,US 



The following elected Offices, having waived the requirement for such a transmittal at this time, 
will receive copies of that translation from the International Bureau only upon their request: 

AP,EA,AE,AL,AM,AZ,BA,BB,BG,BY,CR,CU,DE,DK,EE,ES,GB,GD,GE,GH,GM,HR,HU,ID,IL,IN,IS, 

JP,KE,i<G,KR,KZ,LC,LK,LR,LS,LT,LU,LV,iVID,MG,MK,MN,MW,MX,PT,SD,SE,SG,Si,3L,TJ,TM,TR, 

TT,UA,UG,UZ,VN,YU,2A,ZW,OA 



3. Reminder regarding translation into (one of) the official language{s) of the elected Office(s). 

The applicant is reminded that, where a translation of the international application must be 
furnished to an elected Office, that translation must contain a translation of any annexes to the 
international preliminary examination report. 

It is the applicant's responsibility to prepare and furnish such translation directly to each elected 
Office concerned (Rule 74.1 ). See Volume II of the PCT Applicant's Guide for further details. 
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05 August 1998 (05.08.98) 
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This international preliminary examination report has been prepared by this International Preliminary Examining Authority 
and is transmitted to the applicant according to Article 36. 



2. This REPORT consists of a total of 



. sheets, including this cover sheet. 



□ This report is also accompanied by ANNEXES, i.e., sheets of the description, claims and/or drawings which have been 
amended and are the basis for this report and/or sheets containing rectifications made before this Authority (see Rule 
70.16 and Section 607 of the Administrative Instructions under the PCT). 



These annexes consist of a total of _ 



sheets. 



3. This report contains indications relating to the following items: 
Basis of the report 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
Lack of unity of invention 

Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citation.s and explanations supporting such statement 

Certain documents cited 

Certain defects in the international application 

Certain observations on the intemational application 
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Name and mailing address of the IPEA/JP 
Facsimile No. 


Authorized officer 
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I. Basis of the report 



1. With regard to the elements of the international application:* 
the international application as originally filed 

I I the description: 

pages . as originally filed 

pages - filed with the demand 

pages , filed with the letter of 



I I the claims: 

pages » ^ originally filed 

pages . as amended (together with any statement under Article 19 
pages * filed with the demand 
pages , filed with the letter of 



I I the drawings: 

pages i as originally filed 



pages 



filed with the demand 



pages , filed with the letter of 

I I the sequence listing part of the description: 

pages , as originally filed 

pages , filed with the demand 

pages filed with the letter of . 



2. With regard to the language, all the elements marked above were available or furnished to this Authority in the language in which 
the international application was filed, unless otherwise indicated under this item. 

These elements were available or furnished to this Authority in the following language which is: 

I I the language of a translation furnished for the purposes of international search (under Rule 23. 1(b)). 
I I the language of publication of the international application (under Rule 48.3(b))- 

I I the language of the translation furnished for the purposes of international preliminary examination (under Rule 55.2 and/ 
or 55.3). 

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the international 
preliminary examination was carried out on the basis of the sequence listing: 

I I contained in the international application in written form. 

[X] filed together with the international application in computer readable form. 

I I furnished subsequently to this Authority in written form. 

I I furnished subseouently to this Authority in computer readable form. 

I I The statement that the subsequently furnished written sequence listing does not go beyond the disclosure in the 

international application as filed has been furnished. 
CKI The statement that the information recorded in computer readable form is identical to the written sequence listing has 

been furnished. 

I I The amendments have resulted in the cancellation of: 

I I the description, pages 

I I the claims, Nos. 



I I the drawings, sheets/fig . 



I I This report has been established as if (some of) the amendments had not been made, since they have been considered to go 
■ ' — ' beyond the disclosure as filed, as indicated in the Supplemental Box (Rule 70.2(c)).** 

* Replacement sheets which have been furnished to the receiving Office in response to an invitation under Article 14 are referred to 
in this report as "originally filed" and are not annexed to this report since they do not contain amendments (Rule 70.16 
and 70.17). 

Any replacement sheet containing such amendments must be referred to under item I and annexed to this report. 
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V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 



I . Statement 

Novelty (N) Claims ].\s YES 

Claims NO 

Inventive step (IS) Claims 5-6,14-15 YES 

Claims 1-4,7-13 NO 

Industrial applicability (lA) Claims 1_15 YES 

Claims NO 



2. Citations and explanations 

Claims 1-4 and 7-10 

Document 1 (J. Biochem. Vol. 87, No. 5, 1980, pages 1395 to 1402) and document 2 (Biochem. 
Biophys. Acta Vol. 614, No. 1, 1980, pages 63 to 70) describe a method for purifying L-lysine: 
2-oxoglutaric acid. 6-aminotransferase (LAT) from Flavobacterium lutescens. Moreover, 
document 3 (J. Bacteriol. Vol. 173, No. 19, 1991, pages 6258 to 6264) describes a method for 
obtaining the DNA that codes for LAT from Nocardia lactamdurans^ the base sequence of that 
DNA, and probable amino acid sequence and the like. Document 4 (J. Bacteriol. Vol. 173, No. 
3, 1991, pages 985 to 988) describes a method for obtaining DNA that codes for LAT from 
Streptomyces sp. Finally, document 5 (Antonie van Leeuwenhoek, Vol. 181, No. 2, 1995, pages 
181 to 200) states that the gene group (containing LAT) involved in biosynthesis of p-lactam 
antibiotics is extremely well conserved in microorganisms, and therefore the cloning of the LAT 
gene based on the method of obtaining the LAT gene and its sequence information described in 
documents 3 and 4 from the Flavobacterium lutescens (IFO3084) described in documents 1 and 
2 can easily be accomplished by persons skilled in the art. 

Claims 11-13 

The finding for Claims 1-5 also applies. 

Document 6 (WO, 96/31616, Al) describes a method for preparing L-homoglutamic acid using 
microorganisms belonging to the genus Flavobacterium, It is well known that the LAT gene is 
involved in the biosynthesis of L-homoglyceric acid, and incorporating the LAT gene obtained 
as described above into Flavobacterium lutescens (IFO3084) in an attempt to enhance the 
capability to synthesize L-homoglyceric acid can easily be conceived of by persons skilled in the 
art. 
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According to International Patent Classification (IPC) or to both national classification and IPC 

B. FIELDS SEARCHED 

Minimum documentation searched (classification system followed by classification symbols) 

Int .Cl^ C12N15/53 ,C12N15/54,C12N9/04,C12N9/10, 
C12N1/21, C12P13/04 



E>ocumentation searched other than minimum documentation to the extent that such documents are included in the fields searched 



Electronic data base consulted during the international search (name of data base and, where practicable, search terms used) 
WPI (DIALOG) ,BIOSIS (DIAIiOG) , JICST y T ^ (JOIS) , 
Genbank/DDBJ* / EMBL/Gene s eq 
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Citation of document, with indication, where appropriate, of the relevant passages 



Relevant to claim No. 
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Further documents are listed in the continuation of Box. C. | | See patent family annex. 



* Special categories of cited documents: 

*A** document defining the general state of the art which is not 

considered to be of particular relevance 
^E" earlier document but published on or after the international filing 

date 

document which may throw doubts on priority claim(s) or which is 
cited to establish the publication date of another citation or other 
special reason (as specified) 
'O" document referring to an oral disclosure, use, exhibition or other 
means 

*P" document published prior to the international filing date but later 
than the priority date claimed 



later document published after the international filing date or 
priority date and not in conflict with the application but cited to 
understand the principle or theory underlying the invention 
document of particular relevance; the claimed invention cannot be 
considered novel or cannot be considered to involve an inventive 
step when the document is taken alone 

document of particular relevance; the claimed invention cannot be 
considered to involve an inventive step when the document is 
combined with one or more other such documents, such 
combination being obvious to a person skilled in the art 
document member of the same patent family 



Date of the actual completion of the intemational search 
09 November, 1999 (09.11.99) 


Date of mailing of the intemational search report 

24 November, 1999 (24.11.99) 


Name and mailing address of the ISA/ 

Japanese Patent Office 

Facsimile No. 


Authorized officer 
Telephone No. 



Form PCT/lSA/2 10 (second sheet) (July 1992) 



INTERNATIONAL SEARCH REPORT 



International application No. 

PCT/JP99/04197 



C (Continuation). DOCUMENTS CONSIDERED TO BE RELEVANT 
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Citation of docunaent, with indication, where appropriate, of the relevant passages 



Relevant to claim No. 



PA 



PA 



Martin, J,F. et al . "Genes for i3 -lactum antibiotic 
Biosynthesis" Antonie van Leeuwenhoek (1995) 
Vol. 181, No. 2, p. 181-200 

WO, 96/31616, Al (Mercian Corporation), 

10 October 1996 (10.10.96) 

& AU, 9651620, A & EP, 819761, Al 

& JP, 8-530185, A Sc US, 5906927, A 

Leitao, A.L. et al . **Inducing Effect of Diamines on 
Transcription of the Cepharoycin C Genes from the lat and 
pcbAB promoters in Nocardia lactamdurans" J. Bacterid. 
(1999, Apr.) Vol. 181, No, 8, p. 2379-2384 

Francisco, J, P. et al . "The pcd Gene Encoding 
Piperideine-6-Carboxylate dehydrogenase Involved in 
Biosynthesis of a -Aminoadipic Acid Is Located in the 
Cephamycin Cluster of Streptomyces clavuligerus" 
J, Bacterid. (1998, Sep.) Vol. 180, No. 17, p. 4753-4756 

Juan, L.F. et al . " A -l-Piperideine-6-carboxylate 
dehydrogenease, a new enzyme that forms a -aminoadipate 
in Streptomyces clavuligerus and other cephamycin 
c -producing actinomycetes" Biochem. J. (1997) 
Vol. 327, No. 1, p. 59-64 
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Form PCT/ISA/2I0 (continuation of second sheet) (July 1992) 



09/762230 

JCQSnec'dPCVPTQ Q 5 pfg 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re application of 

Tadashi Fujii et al. Attn: BOX PCX 

Serial No. NEW Docket No. 2001_0116A 

FiledFebruary 5, 2001 

GENE PARTICIPATING IN THE PRODUCTION 
OF HOMOGLUTAMIC ACID AND ITS USE 
[Corresponding to PCT/JP99/04197 

Filed August 4, 1999] 

SUBMISSION OF DEPOSIT RECEIPTS 

Assistant Commissioner for Patents 
Washington, DC 20231 

Sir: 

There are submitted herewith copies of the receipts of the deposits of four(4) 
microorganisms referred to in the specification with verification of translations for each. 

The deposits have been made under the International Budapest Treaty. The date of 
deposit of FERM BP-5457 is January 17, 1995, FERM BP-6797 is March 1 1, 1998, PERM BP- 
6798 is July 6, 1998 and FERM BP-6799 is June 10, 1999. 

The microorganisms have been deposited at the National Institute of Bioscience and 
Human-Technology, Agency of Industrial Science and Technology, of 1-3, Higashi 1-chome, 
Tsukuba-shi, Ibaraki-ken, 305 Japan. 

Please make these documents a permanent part of the application file. 

Respectfully submitted, 
Tadashi Fujii et al. 

By [A)oJ^ cicuM^ 
Warren M. Cheek, Jj^j 
Registration No. 32^367 
Attorney for Applicants 

WMC/dlk 
Washington, D C. 
Telephone (202) 721-8200 
Facsimile (202) 721-8250 
February 5, 2001 



ATTACHMENT E ; 




VEREICATION OF TRANSLATION 



I, Mitsiiko NAKANISHI, a translator of Odajima & Co., Nippon 



Jitensha Building, 9-15, Akasaka 1-chome, Minato-ku, Tokyo 107-00525, 
Japan, do solemnly and sincerely declare that I am well acquainted with the 
English and Japanese languages, and that the annex is a true, complete and 
faithful English translation of the deposit receipt dated March 11, 1996 for 
microorganism FERM BP-5457 deposited with the National Institute of 
Bioscience and Hxunan-Technology of Agency of Industrial Science and 
Technology in Japan. 



knowledge are true and that all statements made on information and behef are 
beheved to be true; and further that these statements are made with the 
knowledge that willful false statements and the like so made are pimishable by 
fine or imprisonment, or both, under Section 1001 of Title 18 of the United 
States Code, and that such willful false statements may jeopardize the vahdity 
of the appUcation or any patent issuing thereon. 



I further declare that all statements made herein of my own 



At Tokyo, Japan on this 31st day of January, 2001 




Mitsuko NAKANISHI 



Jcifcec'd pfly?T<( ^^^^^ 



[TRANSLATION] 

INTERNATIONAL FORM 

BUDAPEST TREATY ON THE INTERNATIONAL RECOGNITION 
OF THE DEPOSIT OF MICROORGANISMS FOR THE PURPOSES 
OF PATENT PROCEDURE 

RECEIPT IN THE CASE OF AN ORIGINAL DEPOSIT 

issued pursuant to Rule 7.1 by the INTERNATIONAL DEPOSITARY 
AUTHORITY identified at the bottom of this page. 

Depositor's Name^ Mercian Corporation 

Representative director (President): 
Tadao SUZUKI 

Depositor's Address^ 5-8, Kyobashi 1-chome, Chuo'ku, Tokyo 104 

[Japan] 



I. Indication of microorganism 



(Indication attached by Depositor for 
identification) ■ 
Flavobacterium sp. 7-1 



(Deposit number) 

PERM BP-5457 



II, Scientific Properties and Taxonomic Designation 



The microorganism mentioned in the above I was accompanied with a 
document which refers to the following matters ^ 

□ Scientific Properties 

□ Taxonomic Designation 



III. Acceptance and Reception 



This INTERNATIONAL DEPOSITARY AUTHORITY received the 
deposition of the microorganism mentioned in the above column I which was 
accepted on January 17, 1995 (original deposit date). 



IV. Receipt of Request for Transfer 



This INTERNATIONAL DEPOSITARY AUTHORITY accepted on January 
17, 1995 (original deposit date) the microorganism mentioned in the above 
column I. On March 11, 1996, said AUTHORITY received a request for 
transfer fi-om the original deposit to the deposit under the Budapest Treaty. 
(Transferred from Bikoken Kinki No. P- 14728 which was deposited on 
January 17, 1995) 



V. INTERNATIONAL DEPOSITARY AUTHORITY 



Name- National Institute of Bioscience and Himian-Technology 

Agency of Industrial Science and Technology 
Director General^ Michio Oishi, Ph. D. 

Address* 1-3, Higashi 1-chome, Tsukuba-shi, Ibaraki-ken 305, Japan 

March 11, 1996 



I.NTERNAT rCTNA L FORM 



BUDAPEST TREATY ON THE INTERNATIO- 
NAL RECOGNITION OF THE DEPOSIT OF 
MICROORGANISMS FOR THE PURPOSES OF 
PATENT PROCEDURE 

RECEIPT IN THE CASE OF AN ORIGINAL 
DEPOSIT 

issued pursuant to Rule 7. 1 by the 
INTERNATIONAL DEPOSITARY AUTHORITY 
identified at the bottom of this 
page. 
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VERFICATION OF TRANSLATION 



I, Mitsxiko NAKANISHI, a translator of Odajima & Co., Nippon 



Jitensha Building, 9- 15, Akasaka 1-chome, Minato ku, Tokyo 107 00525, 
Japan, do solemnly and sincerely declare that I am well acquainted with the 
EngHsh and Japanese languages, and that the annex is a true, complete and 
faithful English translation of the deposit receipt dated July 26, 1999 for 
microorganism FERM BP-6797 deposited with the National Institute of 
Bioscience and Human-Technology of Agency of Industrial Science and 
Technology in Japan. 



knowledge are true and that all statements made on information and beUef are 
beUeved to be true; and further that these statements are made with the 
knowledge that willful false statements and the like so made are punishable by 
fine or imprisonment, or both, imder Section 1001 of Title 18 of the United 
States Code, and that such willful false statements may jeopardize the vahdity 
of the appHcation or any patent issuing thereon. 



I further declare that all statements made herein of my own 



At Tokyo, Japan on this 31st day of January, 2001 




Mitsviko NAKANISHI 
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[TRANSLATION] 

INTERNATIONAL FORM 

BUDAPEST TREATY ON THE INTERNATIONAL RECOGNITION 
OF THE DEPOSIT OF MICROORGANISMS FOR THE PURPOSES 
OF PATENT PROCEDURE 

RECEIPT IN THE CASE OF AN ORIGINAL DEPOSIT 

issued pursuant to Rule 7.1 by the INTERNATIONAL DEPOSITARY 
AUTHORITY identified at the bottom of this page. 

Depositor's Name: Mercian Corporation 

Representative director (President): 
Tadao SUZUKI 

Depositor's Address^ 5-8, Kyobashi 1-chome, Chuo'ku, Tokyo [Japan] 



1 . Indication of microorganism 



(Indication attached by Depositor for 
identification) 
Flavobacterium lutescens IFO 3084 (pCF213) 



(Deposit number) 

PERM BP-6797 



2. Scientific Properties and Taxonomic Designation 



The microorganism mentioned in the above 1 was accompanied with a 
document which refers to the following matters: 

□ Scientific Properties 

□ Taxonomic Designation 



3. Acceptance and Reception 



This INTERNATIONAL DEPOSITARY AUTHORITY received the 
deposition of the microorganism mentioned in the above column 1 which was 
accepted on March 11, 1998 (original deposit date). 



4. Receipt of Request for Transfer 



This INTERNATIONAL DEPOSITARY AUTHORITY accepted on March 
11, 1998 (original deposit date) the microorganism mentioned in the above 
column 1. On July 26, 1999, said AUTHORITY received a request for 
transfer from the original deposit to the deposit xmder the Budapest Treaty. 
(Transferred from Bikoken Kinki No. P- 16699 which was deposited onMarch 
11, 1998) 



5. INTERNATIONAL DEPOSITARY AUTHORITY 



Name: National Institute of Bioscience and Human-Technology 

Agency of Industrial Science and Technology 
Director General: Dr. Shinichi OHASHI 

Address: 1-3, Higashi 1-chome, Tsukuba-shi, Ibaraki-ken 305-8566, Japan 

Jvdy 26, 1999 
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BUDAPEST TREATY ON THE INTERNATIO- 
NAL RECOGNITION OF THE DEPOSIT OF 
MICROORGANISMS FOR THE PURPOSES OF 
PATENT PROCEDURE 

RECEIPT IN THE CASE OF AN ORIGINAL 
DEPOSIT 

issued pursuant to Rule 7.1 by the 
INTERNATIONAL DEPOSITARY AUTHORITY 
identified at the bottom of this 
page. 
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